

UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 



NOTICE OF ALLOWANCE AND ISSUE FEE DUE 

IM31/0801 



RONALD A KRASNOW 
SYMYX TECHNOLOGIES 
3100 CENTRAL EXPRESSWAY 
SANTA CLARA CA 950S1 



APPLICATION NO. 


. ^I^NG DATE 


^^OTAL CLAIMS ,/ 


EXAMINER AND GROUP ART UNIT 


DATE MAILED 


09/1 19, \2r/ 07/20/9? 


J 016 




LEADER, W 


1741 


08/01/0 0 


First Named WARREN, 
Applicant 




3S 


use 154(b) term ext. = 


0 Days 





Jfi^ON '^^THOP FOR CREATING AIM^^fESTINS A COMBINATORIAL ARRAY EMPLOYING 
INDIVIDUALLY ADDRESSABLE ELECTRODES 



ATTYS DOCKET NO. 


CLASS-SUBCLASS 


BATCH NO. 


APPLN. TYPE SMALL ENTITY 


FEE DUE 


DATE DUE 


1 98-15 


205-081 « 000 


Q16 UTILITY NO 


^121 0„ 0 


0 11/01/00 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT 
PROSECUTION ON THE MERITS IS CLOSED, 

THE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DA TE OF THIS NOTICE OR THIS 
APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED. 



HOW TO RESPOND TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 
If the SMALL ENTITY is shown as YES, verify your 
current SMALL ENTITY status: 

A. If the status is changed, pay twice the amount of the 
FEE DUE shown above and notify the Patent and 
Trademark Office of the change in status, or 

B. If the status is the same, pay the FEE DUE shown 
above. 



If the SMALL ENTITY is shown as NO: 



A. Pay FEE DUE shown above, or 



B. File verified statement of Small Entity Status before, or with, 
payment of 1/2.the FEE DUE shown above. 

II. Part B-lssue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 
ISSUE FEE. Even if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal 
should be completed and returned. If you are charging the ISSUE FEE to your deposit account, section "4b" of Part 
B-lssue Fee Transmittal should be completed and an extra copy of the form should be submitted. 

III. All communications regarding this application must give application number and batch number. 
Please direct all communications prior to issuance to Box ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 

maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance 
fees when due. 

PATENT AND TRADEMARK OFFICE COPY 

PTOL-85 (REV. 10-96) Approved for use through 06/30/99. (0651-0033) 

•U.S. GPO: 1998-437-639/80023 



V 




UNITED b.^TES DEPARTMENT OF COMMERCE 
Patent and Tradeniarfc Office 

Address: COMMBSIONER OF PATBSTTS AND TRADEMARKS 
Washington, D.C. S0231 



APPLICATION NUMBER 



FIRST NAMED APPLICANT 



ATTOflNEY DOCKET NO, 



1 



09/119,187 07/20/98 WARREN 



98-15 



IM31/0801 



RONALD A KRASNOW 
SYMYX TECHNOLOGIES 
3100 CENTRAL EXPRESSWAY 
SANTA CLARA CA 95051 



This is a oommunicatifm from the examiner In charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



1 EXAMMER 1 


, L£Ari£R . 1 




1 AHTUNTT 


PAPER mJMBER | 


1741 




DATE MAILED: 






08/01/0 0 



NOTICE OF ALLOWABILITY 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED In this application. If not included herewith (or 
previously mailed), a Notice of Allowance and Issue Fee Due or other appropriate communication will be mailed in due course. 

KJ This communication Is responsive to . 

fiS The allowed claim(s) is/are p^Tl. auj 1^" . 

CS The drawings filed on Ol/o8/frO are acceptable. 



!□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



a received in this national stage application from the International Bureau (POT Rule 17.2(a)). 
'Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e), 

A SHORTENED STATUTORY PERIOD FOR REPLY to comply with the requirements noted below is set to EXPIRE THREE MONTHS 
FROM THE t)ATE MAILED' of this Office action. Failure to timely comply will result in ABANDONMEtvTT of this application. Extensions of 
time may be (^)tained under the provisions of 37 CFR 1.136(a). 

□ Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APpUCATlON, PTO-152, which discloses that the oath or 
declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED. 

□ Applicant MUST submit NEW FORMAL DRAWINGS 

G because the originally filed drawings were declared by applicant to be informal. 

n including changes required by the Notice of Draftperson's Patent Drawing Review, PTO-948, attached hereto or to Paper No. . 

□ including changes required by the proposed drawing correction filed on , which has been approved 

by the examiner. 

CI including changes required by the attached Examiner's Amendment/Comment. ^ 

Identifying Indicia such as the application nufnt>er (see 37 CFR l^c)) should t>e written on the reverse side of the drawings. 
The drawings should l>e filed as a separate paper with a transmtttal letter addressed to the Official Draftperson. 

□ Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Any reply to this notice should include, in the upper right hand comer, the APPLICATION NUMBER (SERIES CODE/SERIAL NUMBER). If 
applicant has received a Notice ol Allowance and Issue Fee Due, the ISSUE BATCH NUMBER and DATE of the NOTICE OF 
ALLOWANCE should also be included. 
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Serial Number: 09/119,187 .2. 
Art Unit: 1741 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as 
provided by 37 CFR 1.312. To ensure consideration of such an amendment, it 
MUST be submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone 
interview with Eric Dobrusin on July 26, 2000. 



In the Title :y 

"System And" has been deleted. 



In the Specification: 

Page 2, line 30: -- , now U.S. patent 5,985,356, -- has been inserted after 
"08/327,513". 



In the Claims: 

Claim 19, line 2: "electrode arrays" has been changed to --electrodes 
comprising an array--. 

Claim 19, hne 10: "arrays" has been changed to -electrodes--. 
Claim 20^1ine j^"19" has been changed to -38-. 

Claim 20, hne 6: "predetermined locations" has been changed to -given 
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electrode--. 

y / 

Claim 24 line 2: "an" has been inserted after "includes". 

Claim 38, line 2: "plurality" has been changed to -mixture--. 
/ / 

Claim 39, line 1: -methanol oxidation- has been inserted after "catalytic" 

Claim 40, line 2: "electrode arrays" has been changed to -electrodes 
comprising an array-. 

Claim 41, line 2: "electrode arrays" has been changed to -electrodes 
comprising an array-. 

Claim 41, line 14: "catalytic activity" has been deleted. 

/ / 

Claim 44, line 1: "19, 40 or 41, wherein said depositing step includes" has 
been changed to -43,-. 

Claim 44, line 2: "changing" has been changed to -wherein said automated 
system changes". 

Claim 45, line 1: "step includes" has been changed to --steps include--. 

Claim 46, line 1: "depositing step" has been changed to -depositing steps-. 
^ / 

Claim 46, line 2; "include" has been changed to - include--. 



Claim 47, line 1: "19" has been changed to -38-: "step includes" has been 
changed to -steps include--. 
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COMMENTS 

These changes have been made to bring the title into conformance with the 
claimed subject matter which is exclusively directed to a method, to add the current 
data for application serial number 08/327,513 to the specification, and to more 
clearly claim the invention. Line 2 of the preambles of independent claims 19, 40 
and 41 have been amended to change the reference to "electrode" (singular) "arrays" 
(plural) to --electrodes comprising an array- to agree with other lines of the claims 
which refer to "electrodes" in the plural and "array" in the singular. The 
dependency of claim 20 has been changed from claim 19 to claim 38. Claim 20 
refers to the step of delivering "said mixture". However, in the amendment of 
February 8, 2000, applicant deleted the recitation of a mixture from claim 19. 
Consequently, the dependency of claim 20 has been changed to claim 38 which, as 
presently amended, recites a mixture of source materials. The dependency of claim 
47 has similarly been changed. In claim 39, the scope of the expression "catalytic 
activity" was not clear because it was not apparent what different types of activity 
were to be included. Consequently, claim 39 has been amended to refer to a specific 
activity, -catalytic methanol oxidation activity-. Basis is found in the example 
beginning on page 11 of the specification. The dependency of claim 44 has been 
changed to claim 43. Claim 44 now recites that the automated system recited in 
claim 43 changes the deposition locations. Basis is found at page 8, line 24 to page 
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9, line 17 of the specification. In claims 45 through 48, reference to "said depositing 
step" (singular) has been changed to - said depositing steps- (plural) because each 
of the independent claims on which claims 45-48 depend, recite a plurality of 
depositing steps rather than a single step. In claim 19, step "c)" step is a depositing 
step. Step "d)" recites performing steps "b)" and "c)" at a plurality of different 
electrodes. Claim 40 and 41 recite "repeating said depositing step". 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to William Leader, whose telephone number is 
(703) 308-2530. The examiner can normally be reached Mondays-Fridays from 7:30 
AM to 3:00 PM eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kathryn Gorgos can be reached at (703) 308-3328. The fax 
phone number for official after final faxes is (703) 305-3599. The fax phone number 
for all other official faxes is (703) 305-7718. Unofficial communications to the 
Examiner should be faxed to (703) 305-7719. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



William Leader:wtl 
July 31, 2000 
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. Filing DtUi ^{HT^K , 

NOTICE OF INFORMAL APPLICATION ^^^^^ 

(Attachment to OfHce Action) 

This application does not conform with the rules governing applications for the reason(8) 
checked below. The period within which to correct these .requirements and avoid abandonment 
is set in the accompanying Office action. 

A. A new oath or declaration.- identifying this application by the serial number and filing date is 
required. The oath or declaration does not comply .with 37 CFK 1.63 in that it: 

1. □ vas liot executed In accordance with either 37 CFR 1.66 or 1.68. 

2. □ does not Identify the city and state or foreign country of residence of each inventor. 

3. □ does not identify the citizenship of each inventor. 

. '4. □ does not state whether the inventor is a sole or joint inventor. 

5. □ does not state that the person making the oath or declaration; 

a. □ has reviewed and understands the contents of the specification, including the 

claims, as amended by any amendment specifically referred to in the oath or 
declaration* 

b. □ believes the named inventor or Inventors to be the original and &st inventor or 

inventors of the subject matter which is clajjAed and for which a patent is sought. ^ 

c. □ acknowledges the duty to disclose information which is material to the examination 

of the application in accordance with 37 CFR 1.56(a). 

6. □ does not identify the foreign application for patent or inventor's certificate on which 

priority is claimed pursuant to 37 CFR 1.56, and any foreign application having a filing 
date before that of the application on which priority l» claimed, by specifying the 
application serial number, country, day, month, and year of its filing. 

7. □ does not state that the person making the oath or declaration acknowledges the duty to 

disclose material information as defined in 37 CFR 1.66(a) which occurred between 
the filing date of the prior application and filing date of the contlnuatlon-ln-part 
application which discloses and claims subject matter in addition to that disclosed in 
the prior application (37.CFR 1.63(d)). 

8. □ does not include the date of execution. 

9. D does not use permanent ink, or lu equivalent in quality, as required under 37 CFR 

1.62(a) for the: D signature □ oath/declaration, 

10. Ij( contains non-init}aled alterations (See 37 CFR 1.52(c) and 1.66). -4"v)vmfer 

11. □ does not contain the clause regarding "willful false statements..." as required by 37 

CFR 1.68. 

12. □ • Other. 

B; Applicant is required to provide; 

1. □ A statement signed by applicant giving his or her complete name. A full name must 

include at least one given name without abbreviation as required by 37 CFR 1.41(a), 

2. □ Proof of authority of the legal representative under 37 CFR 1.44. 

3. □ An ablraet In compliance with 37 CPR 1.72(b). 

4. □ A statement signed by applicant jrmig ^hii ^ o r her complete post office address (37 CFR 

5. O A copy of the specmcatjonjyr^Un hi pennanent ink. or its equivalent in ~ 



